REMARKS/ARGUMENTS 



Upon careful and complete consideration of the Office Action dated May 20, 
2004, applicants have amended the claims which, when considered in conjimction with 
the comments herein below, are deemed to place the present application into condition 
for allowance. Favorable reconsideration of this application, as amended, is respectfully 
solicited. 

The Office Action initially rejected claims 1-12 under 35 U.S.C. §112, second 
paragraph, as allegedly indefinite for failing to particularly point out and distinctly claim 
the subject matter which applicant regards as the invention. More specifically, the phrase 
"explosive crystals are bound by a binder system comprising a bi-/tri/tetramodal grain 
composition'' found in claim 1 was found to be indefinite for several reasons. 

Applicants have amended claim 1 to more clearly define the invention. 
Specifically, the present invention as now set forth in claim 1 is directed to an insensitive 
high explosive molding powder comprising an explosive component bound by a binder 
system. The explosive component comprises coarse-grain and fine-grain explosive 
crystals comprising a bimodal, trimodal or tetramodal grain composition while the binder 
system comprises a binder and a plasticizer. The insensitive high explosive molding 
powder is coated in a waterless solvent process having a solvent content of less than 
0.01wt%. 

Support for the amendment to claim 1 can be found throughout the subject 
specification, including, for example, at page 5, paragraph 001 8. Accordingly, it is 
respectfully submitted that no new matter has been added by way of this maendment. 
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Based on the re- worded claim 1, it is further submitted that the reasons for 
rejecting claim 1 under 35 U.S.C. §1 12 as set forth in the present Office Action have 
been overcome and the rejection of claim 1 is respectfully requested to be withdrawn. 

The Office Action also rejected claim 3 for the alleged indefiniteness of the 
phrase "follow harmonic rules of highest possible crystal grains packaging." Applicants 
respectfully note that this phrase is actually found in claim 2. Claim 2 has been amended 
to delete the questioned phrase and has been amended to recite the varying mean grain 
size of the fine-grain explosive crystals. Support for this amendment is found in the 
subject specification on page 5, paragraph 001 8. As the phrase in question has been 
deleted, the rejection of claim 2 is respectfully requested to be withdrawn as well. 

The Office Action further rejected claims 4, 6, 7 and 9 under 35 U.S.C. §112 for 
lacking antecedent basis for the term "plasticizer". It is noted that the amendment made 
to claim 1 has introduced the proper antecedent basis for this term. Consequently, the 
rejection of claims 4, 6, 7 and 9 are requested to be withdrawn. 

The Office Action then noted the use of the trademark Hytemp ® throughout the 
subject specification and indicated that it should be capitalized wherever it appears and 
be accompanied by its generic terminology. It is respectfiiUy submitted that this is the 
case on page 2 of the subject specification, line 7 of paragraph 0006. Amendments have 
been made to the specification regarding paragraphs 0008, 0032 and 0060 to conform the 
identification of this trademark. 

Finally, the Office Action also objected to the disclosure alleging that the 
"examples are not clear, there are no steps required to form the pellets and the examples 
are more of a list of ingredients." It is respectfully submitted that the subject 
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specification, on page 6, paragraph [0027], in referring to the examples stated that the 
examples were of explosive powders made by using the method of the present invention. 
Accordingly, the examples found in the subject specification identify the explosive 
powder and its ingredients. The method of the present invention is adequately described 
in the subject specification to allow the person skilled in the art to make the explosive 
powders identified in the examples. No correction is deemed warranted. As such, it is 
respectfully requested that the objection to the disclosure be withdrawn. 

The Office Action then went on to reject the claims under 35 U.S.C. §103(a) as 
allegedly unpatentable over U.S. Patent No. 5,067,996 to Lundstrom et al. (hereinafter 
referred to as "Lundstrom et al") in view of U.S. Patent No. 5,547,526 to Wanninger et 
al. (hereinafter referred to as "Wanninger et al."). 

The Office Action cited Lundstrom et al. for disclosing HMX with a bimodal 
particle distribution and that it is known to use plasticizers with the formation of plastic 
bonded explosives. Also, the Office Action stated that Lundstrom et al. disclose the 
known use of up to four particle sizes of RDX in an explosive. The Office Action 
acknowledged that Lundstrom et al. do not disclose the solvent process, particular 
amounts and particular plasticizers. 

Wanninger et al. was then cited for teaching the use of plasticizers such as DOA 
with crystalline explosives such as octogen. In the preparation, a polymer (binder) is 
mixed with a solvent and plasticizers. These ingredients are then mixed in Waiminger et 
al. with the crystalline explosive to form a pressable product. The solvent is then 
removed by heating. 
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The Office Action came to the conclusion that it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to use the method of 
Wanninger et al. to make the product disclosed by Lundstrom et al. since Lundstrom et 
al. disclose that a solvent process can be used and also since both patents are making a 
similar plastic bonded explosive with octogen or Hexogen. The Office Action further 
noted that it would have also been obvious to vary the parameters of the propellant such 
as the amounts, use of known plasticizers, and the size of the pressed pellet to achieve a 
desired result. Applicants respectfully disagree with the Office Action's reading of the 
cited references and the conclusions made therefrom. 

As indicated above, the Office Action cited Lundstrom et al., inter alia, for 
disclosing that it is known to use plasticizers with the formation of plastic bonded 
explosives. What was not mentioned by the Office Action is the fact that Lundstrom et 
al. went on to indicate that "[t]he use of a plasticizer complicates processing, and 
plasticizers tend to migrate out of binders." (see column 1 of Lundstrom et al., lines 51- 
53. Further, the invention as disclosed by Lundstrom et al. does not employ a plasticizer. 
The Office Action acknowledged that Lundstrom et al. did not disclose particular 
plasticizers. That is because they did not use any plasticizers. Consequently, it can be 
said that Lundstrom et al. actually teaches away fi-om the use of a plasticizer in making 
plastic bonded explosives. 

If a reference is going to be relied upon for the purposes of a §103 rejection, the 
Office Action must take into account the total teachings of the reference as well. As 
stated by the CAFC, each prior art reference must be evaluated as an entirety, and all of 
the prior art must be evaluated as a whole. See Panduit Corp. v. Dennison Mfjg. Co.. 774 
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F.2d 1082, 227 USPQ 337 (Fed.Cir. 1985) and EWP Corp. v. Reliance Universal Inc., 
755 F.2d 898, 225 USPQ 20 (Fed.Cir. 1985). Consequently, it is respectfully submitted 
that one skilled in the art at the time the present invention was made who is presented 
with Lundstrom et al. would not want to employ a plasticizer in its compositions for the 
reasons cited therein. 

For the same reasons given above, the skilled artisan would not combine the 
teachings of Lundstrom et al. with that of Wanninger et al. The two references conflict 
with one another with respect to the use of a plasticizer. 

As the Court of Appeals for the Federal Court has stated: 

It is impermissible within the framework of 
section 103 to pick and choose from any one 
reference only so much of it as will support 
a given position to the exclusion of other 
parts necessary to the full appreciation of 
what such reference fairly suggests to one 
skilled in the art. 

Bausch & Lomb, Inc. v. Bames-Hind Hvdrocurve. Inc., 796 F.2d 443, 449, 230 USPQ 
416, 419 (Fed.Cir. 1986), cert, denied. 484 U.S. 823 (1987) (quoting InreWesslau. 353 
F.2d 238, 241, 147 USPQ 391, 393 (CCPA 1965)). 

AppUcants respectfully submit that the Office Action failed to consider 
Lxmdstrom et al. in it's entirety; thereby ignoring those portions of the reference that 
argued against the use of a plasticizer. 

Furthermore, recently the U.S. Court of Appeals for the Federal Circuit (the 
"Federal Circuit") restated the legal test applicable to rejections under 35 U.S.C. § 103(a) 
(InreRouffet, 47 USPQ2d 1453 (Fed. Cir., July 15, 1998)). The Court stated: 
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[V]irtually all [inventions] are combinations of old elements. Therefore an 
Examiner may often find every element of a claimed invention in the prior art. 
Furthermore, rejecting patents solely by finding prior art corollaries for the claimed 
elements would permit an Examiner to use the claimed invention itself as a blueprint for 
piecing together elements in the prior art to defeat the patentability of the claimed 
invention. Such an approach would be "an illogical and inappropriate process by which 
to determine patentability." To prevent the use of hind sight based on the invention to 
defeat patentability of the invention, this court requires the Examiner to show a 
motivation to combine the references that create the case of obviousness. The Board [of 
Appeals] did not, however, explain what specific understanding or technological 
principle within the knowledge of one of ordinary skill in the art would have suggested 
the combination. Instead, the Board merely invoked the high level of skill in the field of 
the art. If such a rote indication could suffice to supply a motivation to combine, the 
more sophisticated scientific fields would rarely, if ever, experience a patentable 
technical advance. Instead, in complex scientific fields, the Board could routinely 
identify the prior art elements in an application, invoke the lofty level of skill, and rest its 
case for rejection. To coimter this potential weakness in the obviousness construct the 
suggestion to combine requirements stands as a critical safeguard against hindsight 
analysis and rote application of the legal test for obviousness." 

InreRouflfet 47 USPQ2d 1457-58 (Fed. Cir., July 15, 1998) (citations omitted, 
emphasis added). 
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More recently, the Federal Circuit again dealt with what is required to show a 
motivation to combine references under 35 U.S.C. § 103(a). In this case the court 
reversed the decision of the Board of appeals stating: 

[R]ather then pointing to specific information in Holiday or Shapiro that suggest 
the combination..., the Board instead described in detail the similarities between the 
Holiday and Shapiro references and the claimed invention, noting that one reference or 
the other-in combination with each other... described all of the limitations of the pending 
claims. Nowhere does the Board particularly identify any suggestion, teaching, or 
motivation to combine the ... references, nor does the Board make specific-or even 
inferential-findings conceming the identification of the relevant art, the level of ordinary 
skill in the art, the nature of the problem to be solved, or any factual findings that might 
serve to support a proper obviousness analysis. 

InrePembiczak , 50 USPQ2d 1614, 1618 (Fed. Cir., April 28, 1999) (citations 
omitted). 

Thus, fi-om both In re Rouffet and In re Dembiczak it is clear that the Federal 
Circuit requires a specific identification of a suggestion, motivation, or teaching why one 
of ordinary skill in the art would have been motivated to select the references and 
combine them. This the Office Action has not done other than to indicate that both 
patents are making similar explosives. In re Rouffet and In re Dembiczak make it clear 
that this alone is not enough. The Office Action has completely ignored the fact that one 
of the references partially teaches away firom the other reference, as well as the present 
invention. 
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Thus, Applicants respectfully submit that the Examiner, without identifying a 
suggestion, motivation, or teaching for combining the references, has used impermissible 
hindsight to reject claims 1-19 under 35 U.S.C. 103(a). As discussed above, the Federal 
Circuit in In re Rouffet stated that virtually all inventions are combinations of old 
elements. Therefore an Examiner may often find every element of a claimed invention in 
the prior art. To prevent the use of hindsight based on the invention to defeat 
patentability of the invention, the Examiner is required to show a motivation to combine 
the references that create the case of obviousness. Applicants respectfully submit that the 
Examiner has not met this burden due to the differences set forth above relating to the use 
of a plasticizer. In light of the state of the law as set forth by the Federal Circuit and the 
Examiner's lack of specificity with regard to the motivation to combine the cited 
references, the applicant respectfully submits that the rejections for obviousness under 35 
U.S.C. 103(a) lack the requisite motivation and must be withdrawn. 

Finally, it is further submitted that all the claims in the application as presently 
submitted contain patentable subject matter and a Notice of Allowance is eamestly 
solicited. 



Scully, Scott, Murphy & Presser 
400 Garden City Plaza 
Garden City, New York 11530 
(516) 742-4343 
EWG:jf 
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